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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)KI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Application Papers 
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DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-21, drawn to suture separation and organization device, 
classified in class 606, subclass 233. 

II. Claims 22-24, drawn to a method for repairing a patient's joint, classified 
in class 623, subclass 13.11. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions II and I are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case repairing a patient's joint can be performed with many different 
devices or by hand. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with John Guynn on December 19, 2005, a 
provisional election was made without traverse to prosecute the invention of I (device), 
claims 1-21 . Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 22-24 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 
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Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 



Claim Objections 

Claims 20 and 21 are objected to because of the following informalities: Claim 
20 seems to be incomplete and claim 21 fails to have a preamble. Examiner notes that 
claim 13 reads similar to claims 20 and 21 (when read together). Thus examiner will 
disregard the "21" and add the "a graft tensioning device..." to claim 20. Claim 21 is 
then withdrawn as no written claim. Appropriate correction is required. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

Claims 1-7, 9, 1 1-13, 14, 15, 18, and 20 are provisionally rejected on the ground 
of nonstatutory obviousness-type double patenting as being unpatentable over claims 1, 
9, 11-16 of copending Application No. 10/651671 ('671, Apparatus and methods for 
independently conditioning and pre-tensioning a plurality of ligament grafts during joint 
repair surgery, filed 8/29/03). Although the conflicting claims are not identical, they are 
not patentably distinct from each other because both describe using a tensioning device 
with a suture separator. The difference between this application claims and '671 
application claims lies in the fact that '671 application claims include more elements with 
respect to the tension device and are thus more specific. Thus the invention of the '671 
application claims are in effect a "species" of the "generic" invention of the application 
claims. It has been held that the generic invention is "anticipated" by the "species". See 
In re Goodman, 29 USPQ2d 2010 (Fed. Cir. 1993). Since the application claims are 
anticipated by the '671 application claims, they are not patentably distinct from the '671 
application claims. Furthermore, specific claims from '671 application basically reads 
upon this application. For instance, '671 application claims 12-16 reads on this 
applications claims (in parenthesis): 12 (2, 3,15), 13 (4), 14 (9), 15, (5, 12, 18), and 16 
(6, 7). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Examiner Notes 

Examiner notes in claim 1, applicant uses "means for" language, which may be 
defined in the specification. However, applicant also may have defined the "means for" 
language dispersed in the depending claims (2-12). At this time, examiner will not 
invoke 35 USC 1 12 6 th paragraph for claim 1 , as seen below in this office action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-11 and 14-17 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Jain (US Pat 5207703). 

In regard to claim 1 , 2, and 15 Jain teaches of having a suture separator that has 
an elongated body with a gripping head (either left or right side) and a chiseled end (52, 
opposite to gripping head). Please see figure 7. Regarding claim 3 and 9 , Jain 
teaches of having a plurality of attachment passages or recesses (59) which can 
partially be received with a post from a tension device. Regarding claim 4 and 1 1 , Jain 
teaches of having a first or second retention recesses or protrusions (59 or 55). 
Regarding claim 5, two of Jain's invention can be used in tandem to separate sutures. 
Regarding claim 6, two of Jain's invention, with the protrusions (55) facing each other, 
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would form a recess for an interference screw can be inserted. Regarding claim 7 and 
16 Jain's invention has at least two surfaces. Regarding claim 8, one of these surfaces 
(as seen in fig 7) is flat, and when one takes a cross section along the long axis of the 
invention (line x, please see below), the body of the invention is seen to have an 
elliptical or ellipsoidal cross section. Regarding claim 10 and 17 Jain shows the post 
guide (59) extends from one surface to the other. Regarding claim 14, Jain teaches his 
invention to have a body (50), passages or recesses (59), recess or protrusions (59 or 
55) on the perimeter of the body, and a passageway or recess for screw (59). 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 12, 18, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jain (US Pat 5207703). 

In regards to claim 12 and 18, Jain teaches of having suture retention recess or 
protrusions. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to construct the suture separator of Jain with only four 
recesses or protrusions since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Aller, 105 USPQ 233. 

In regards to claim 19, Jain teaches of having recess or protrusions except for 
having the recesses or protrusions on the second side. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to move some of 
the recesses or protrusions to the second side, since it has been held that rearranging 
parts of an invention involves only routine skill in the art. In re Japikse, 86 USPQ 70. 

Claims 13 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jain (US Pat 5207703) in view of Goble et al (US Pat 5713897, in IDS). 

Jain teaches of having a suture separator, but fails to disclose a graft tensioning 
device. Goble teaches of a ligament tensioning device that would apply a desired 
tensile load to one or more grafts. It would have been obvious to one skilled in the art at 
the time the invention was made to construct the invention of Jain in view of Goble in 
order to apply a tensile load to sutures, attached to a graft, with a suture separator to 
allow organization if there were a plurality of sutures. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892 for art cited of interest. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Kim whose telephone number is (571) 272-2817. 
The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




CORRINE McDERMOTT 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3700 



